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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PT0.892) 

2) O Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) Q Infonmation Disclosure Statement(s) (l=n'O/SB/08) 

Paper No(s)/IVIail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Infonnal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev, 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20060924 



Application/Control Number: 10/657,632 



Page 2 



Art Unit: 1756 

1 . The response of the appHcant has been read and given careful consideration. Responses 
to the arguments of the applicant are presented after the first rejection to which they are directed. 
Rejection of the previous office action, not repeated below are withdrawn based upon the 
arguments and amendments to the claims. 

2. Claim 3 is objected to imder 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

This Umitation already appears in claim 1. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 10/657,632 Page 3 

Art Unit: 1756 

5. Claims 1,3-5,7,9,14-21,23-31,36-52,54,55 and 60-64 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Wisnudel et al 571, in view of Bhatt et al. '191. 

Wisnudel et al. 571 in claims 1,5,8 and 28 (claims 8 and 28 recites is 
poiyhydroxystyrene). Claim 1 recites the structural elements including the substrates, the 
reflective layer and a reactive layer or reactive adhesive layer. Claim 6 recites the various 
binders and claim 5, the oxygen sensitive dyes. Structures where reactive layer is adjacent the 
recording layer are shown in figures 3-5. The structure where the bonding/adhesive layer is also 
the reactive layer is shown in figure 6. Example describes a metallized substrate coated with the 
solution described including PMMA, methylene blue, coated with an adhesive and an 
unmetaUized substrate. Useful polyhydroxy compounds are disclosed. [0064-0092]. Useful 
binders for the reactive layer are disclosed including acrylic polymer,s UVC curing resins, epoxy 
resins, and the like [0095-0102]. Compositions for the bonding adhesive layer including 
acrylates, silicon hardcoats, and the like are disclosed. [0128-0132]. The addition of leuco dyes 
and photobleaching retarders to the adhesive is disclosed [0135-0138]. Useful recording layers 
are disclosed including phase change, dyes based layers and magnetooptic recording layers 
[0055-0056]. The weight range for the polyhydroxy compound can be 5-10% [0069]. The 
reflective layers are disclosed including Al, Au, Ag, Si, Ti or the like [0059]. 

Bhatt et al. '191 teach compositions including a leuco dye, polyhydroxystyrene, and 
another binder, such as joncryl (acryHc latex) (table 1) or PVA 205 (polyvinyl alcohol). The use 
of polymeric acidic developers as preferable to phenol derivatives and other small compounds, 
due to the increased stability. [001 1-0013]. The use of linear, branched and co-polymers of 
polystyrene are disclosed. The other monomers include acrylates, alkylacrylates, styrenics. 



Application/Control Number: 10/657,632 Page 4 

Art Unit: 1756 

vinylics, butadienes and other unsaturated monomers. [0019-0021]. The use of phenothiazine 
compounds is disclosed. [0018]. 

It would have been obvious to one skilled in the art to modify the embodiments shown in 
figures 3-6 and/or the cited example by using the components taught by Wisnudel et al. 571, but 
using other known polymeric developers, such as the co-polymers of polystyrene with acrylic 
monomers and/or branched polystyrene disclosed preferred by Bhatt et al. '191 in place of 
polyhydroxystyrene with a reasonable expectation of forming a useful optical recording medium 
with limited replay ability. Further, it would have been obvious to use the reflective and/or 
recording layers described and/or use disclosed alternatives for the various components used in 
the reactive/reactive adhesive layer compositions with a reasonable expectation of forming a 
useful limited play optical recording medium. 

The argued defect of the primary references, specifically, the presence of the branched 
hydroxystyrene or hydroxystyrene co-polymers. The examiner notes that the claim 1 and those 
dependent upon it are directed to a composition and no the medium, therefore no structure need 
be shown. The examiner notes that the assignee seems to be the same and is surprised that the 
applicant's representative has not advanced this argument. 

6. Claims 1,3-5,7,13-21,23-31,36-52,54,55 and 60-64 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Wisnudel et al. 571, in view of Cespon '671. 

Cespon '671 in composition 3 disclosed in column 5 at lines 38-44. The uses of various 
cellulosic compounds as binders including hydroxyethylcellulose, methyl cellulose, 
carboxymethyl cellulose, vinylacetate, polyvinyl alcohol, styrene and other polymers is 
disclosed. (3/18-33) 
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It would have been obvious to one skilled in the art to modify the embodiments shown in 
figures 3-6 by using the components taught by Wisnudel et al 571, but using other known 
polyhydroxy compounds, such as hydroxyethylcellulose disclosed by Cespon '671 in place of 
polyhydroxystyrene with a reasonable expectation of forming a useful optical recording medium 
with limited replay ability based upon the presence of hydroxyl compounds. 
7. Claims 1,3-5,7 and 13-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lindhohn et al. '188, in view of Bhatt et al. '191. 

Lindholm et al. ' 188 in claim 29 and claim L See also the adhesive composition 
discussed at [0187-0197]. Claim 29 recites the structure, various binders and claim 1, the oxygen 
sensitive dyes. Compositions useful for the reactive bonding layer are disclosed including the 
leuco dyes [0101-0121]. The addition of carriers, including acrylic polymers, UV curable resins, 
epoxies and the like are disclosed [0122]. The addition of polyhydroxystyrene to prevent 
photobleaching is disclosed [0186]. Specific adhesive compositions are disclosed. [0187-0197]. 

It would have been obvious to one skilled in the art to modify the specific adhesive 
compositions taught by Lindholm et al. * 188 by using other known polymeric developers, such 
as the co-polymers of polystyrene with acrylic monomers and/or branched polystyrene disclosed 
preferred by Bhatt et al. ' 191 with a reasonable expectation of forming a useful optical recording 
medium with limited replay ability. 

The argued defect of the primary references, specifically, the presence of the branched 
hydroxystyrene or hydroxystyrene co-polymers. The examiner notes that the claim 1 and those 
dependent upon it are directed to a composition and no the medium, therefore no structure need 
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be shown. The examiner notes that the assignee seems to be the same and is surprised that the 
applicant's representative has not advanced this argument. 

8. Claims 1,3-5,7,9-12,14-21 .and 23-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ezbiansky et al. '859, in view of Bhatt et al. *191. 

Ezbiansky et al. *859 in claims 1,2,6 and 13 (polyvinylphenol recited in claim 13 is 
polyhydroxystyrene). Claim 7 recites the various binders and claim 2, the oxygen sensitive dyes 
including leuco methylene blue, brilliant cresyl blue, basic blue and toluidine O. Useful optical 
recording layer compositions and reflective layer compositions are disclosed [0036-0041]. The 
polyhydroxy compound can be present in amounts of 5-10% [0049]. Compositions for the 
bonding adhesive layer including acrylates, silicon hardcoats, and the like are disclosed. [0116- 
0122]. Example 6 uses a PMMA, methylene blue, biphenol composition as the reactive layer 
and coats it on an aluminized polycarbonate substrate, followed .by a UV curable adhesive layer 
and a unmetallized polycarbonate disk. [0135] . 

It would have been obvious to one skilled in the art to modify the example taught by 
Ezbiansky et al. '859 by using other known polymeric developers, such as the co-polymers of 
polystyrene with acrylic monomers and/or branched polystyrene disclosed preferred by Bhatt et 
al. '191, in place of the polyhydroxy compound used in the example with a reasonable 
expectation of forming a useful optical recording medium with limited replay ability. Further, it 
would have been obvious to use the reflective and/or add recording layers described and/or use 
disclosed alternatives for the various components used in the reactive/reactive adhesive layer 
compositions with a reasonable expectation of forming a useful limited play optical recording 
medium. 
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. The examiner notes that the claim 1 and those dependent upon it are directed to a 
composition and no the mediimi, therefore no structure need be shown. The examiner notes that 
the assignee seems to be the same and is surprised that the appHcant's representative has not 
advanced this argument. 

9. Claims 48-52 and 54-64 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wisnudel et al. '051 or Olson et al. '013, in view of Bhatt et al WO 02/096664. 

Wisnudel et al. '05 1 in the example in column 22, (parts, A,B and C are mixed) and 
applied in examples following it. 

Olson et al. '013 in the examples composition used in example 5. Examples 7 and 9 also 
use a TIPSOCLMB containing adhesive. 

It would have been obvious to one skilled in the art to modify the cited examples of 
Wisnudel et al. '051 or Olson et al. '013 by using other preferred polymeric developers, such as 
the co-polymers of polystyrene with acrylic monomers and/or branched polystyrene disclosed by 
Bhatt et al. WO 02/096664 with a reasonable expectation of forming a useful optical recording 
medium with limited replay ability. 

The applicant's arguments fail to appreciate that hydroxystyrene (branched, 
homopolymer or copolymers thereof) are disclosed in the two references for the same purpose. 
Further, there is no evidence offered or argued evidencing a difference between the straight 
chained hydroxystyrene or the (branched homopolymers or copolymers thereof). As this is the 
case, there is a reasonable expectation of success in substituteing one fo tr the other, particularly 
in view of the equivalewnce described by Bhatt et al. WO 02/096664. The examiner notes that 
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the assignee seems to be the same and is surprised that the applicant's representative has not 
advanced this argument. 

10. Claims 48-52 and 54-64 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wisnudel et al. '051 or Olson et al. '013, in view of Cespon '671. 

It would have been obvious to one skilled in the art to modify the cited examples of 
Wisnudel et al. '051 or Olson et al. '013 but using other known polyhydroxy compounds, such as 
hydroxyethylcellulose disclosed by Cespon '671 in place of polyhydroxystyrene with a 
reasonable expectation of forming a useful optical recording medium with limited replay ability 
based upon the presence of hydroxyl compounds. 

11. Claims 1,3-5,7,9-21,23-34 and 36-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ezbiansky et al. '982, Ezbiansky et al. '859 or Olson et al. '206, in view of 
Bhatt et al. WO 02/096664. 

Ezbiansky et al. '982 teach optical recording media incorporating a replay limiting layer, 
containing methylene blue, a polymeric binder of methylmethacrylate/methacrylic acid and a 
polyhydroxy compound in the example 6. Useful data layers including reflective layers, phase 
change recording layers, dye layers and magnetooptic recording layers [0049-0054]. The type of 
leuco dyes and their use in amounts of 3-5% is disclosed [0055-0058,0065]. The polyhydroxy 
compound can be present in amoimts of 5-10% [0061-0063]. Useful carrier materials including 
acrylic polymers, UV curable compositions and the like are disclosed. [0066-0072]. Useful 
adhesive layer composition are disclosed [0 1 03-0 1 09] . 

Olson et al. '206 teaches optical recording media incorporating a replay limiting layer, 
containing methylene blue, a polymeric binder of methybnethacrylate/methacrylic acid and a 
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polyhydroxy compound in the examples 6. Useful data layers including reflective layers, phase 
change recording layers, dye layers and magnetooptic recording layers [0042-0047]. The type of 
leuco dyes and their use in amounts of 3-5% is disclosed [0049-0051,0058]. The polyhydroxy 
compound can be present in amounts of 5-10% [0052-0056]. Useful carrier materials including 
acryUc polymers, UV curable compositions and the like are disclosed. [0059-0064]. Useful 
adhesive layer composition are disclosed [0095-0101]. 

It would have been obvious to one skilled in the art to modify the example taught by 
Ezbiansky et al. '982, Ezbiansky et al. '859 or Olson et al. '206 by using other known polymeric 
developers, such as the co-polymers of polystyrene with acrylic monomers and/or branched 
polystyrene disclosed preferred by Bhatt et al. WO 02/096664, in place of the polyhydroxy 
compound used in the example with a reasonable expectation of forming a useful optical 
recording medium with limited replay ability. Further, it would have been obvious to use the 
reflective and/or add recording layers described and/or use disclosed alternatives for the various 
components used in the reactive/reactive adhesive layer compositions with a reasonable 
expectation of forming a useful limited play optical recording medium. 

The applicant's arguments fail to appreciate that hydroxystyrene (branched, 
homopolymer or copolymers thereof) are disclosed in the two references for the same purpose. 
Further, there is no evidence offered or argued evidencing a difference between the straight 
chained hydroxystyrene or the (branched homopolymers or copolymers thereof). As this is the 
case, there is a reasonable expectation of success in substituteing one fo tr the other, particularly 
in view of the equivalewnce described by Bhatt et al. WO 02/096664. The examiner notes that 
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the assignee seems to be the same and is surprised that the applicant's representative has not 
advanced this argument. 

12. Claims 1,3-5,7,9-21,23-34 and 36-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ezbiansky et al. '982, Ezbiansky et al *859 or Olson et al. '206, in view of 
Cespon *671. 

It would have been obvious to one skilled in the art to modify the cited examples of 
Wisnudel et al. '051 or Olson et al. '013 but using other known polyhydroxy compoimds, such as 
hydroxyethylcellulose disclosed by Cespon '671 in place of polyhydroxystyrene with a 
reasonable expectation of forming a useful optical recording medium with limited replay ability 
based upon the presence of hydroxyl compounds. 

13. Claims 1,3-5,7,9-34 and 36-47 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ezbiansky et al. '982, Ezbiansky et al. '859 or Olson et al. '206, in view of Bhatt et al. WO 
02/096664, further in view of Lindholm et al. '188. 

In addition to the basis provided above, the examiner holds that it would have been 
obvious to use other methylene blue analogs, such as that identified in claim 1 of Lindhobn et al. 
'188, in place of methylene blue with a reasonable expectation of forming a useful limited replay 
optical recording mediimi. There is no evidence of record showing an advantage when using the 
compounds recited in claim 22 as the reactive material. 

14. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct fi"om the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
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Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
VogeU All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be conunonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

15. Claims 1,3-5,7,9-22,48-52 and 54-63 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-16 of U.S. Patent No. 
6925051, in view of Bhatt et al. WO 02/096664. 

It would have been obvious to one skilled in the art to modify the claimed invention of 
claims 1-16 of U.S. Patent No. 6925051 by using other developers which yield improved 
stability, such as the co-polymers of hydroxypolystyrene with acrylic monomers, and/or 
branched polystyrene disclosed by Bhatt et al. WO 02/096664 with a reasonable expectation of 
forming a useful optical recording medium with limited replay ability. 

The addition of Bhatt et al. WO 02/096664 addresses the deficiencies argued. 

16. Claims 1,3-5,7,9-22,48-52 and 54-63 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being impatentable over claims 1-29 of US patent 7026029 
(formerly Application No. 10/651627 (US 2004/0137188)). Although the conflicting claims are 
not identical, they are not patentably distinct from each other because both applications claim the 
reactive adhesive layers and recite the methylene blue analog shown in claim 1 of the copending 
application. 
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The provisional nature of this obviousness-type double patenting rejection is withdrawn 
because the claims have been patented. 

17. Claims 1,3-5,7,9-22,48-52 and 54-63 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1,2 and 4-32 
of U.S. Patent application 10/657631 (US 2004/0152013), in view of Bhatt et al. WO 02/096664. 

It would have been obvious to one skilled in the art to modify the claimed invention of 
claims 1,2 and 4-32 of U.S. Patent application 10/657631 (US 2004/0152013) by using other 
developers which yield improved stability, such as the co-polymers of hydroxypolystyrene with 
acrylic monomers, and/or branched polystyrene disclosed by Bhatt et al. WO 02/096664 with a 
reasonable expectation of forming a useful optical recording medium with limited replay ability. 

18. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 17-9 19/^ rtbll-free). 
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